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Status 

1 )S Responsive to communication(s) filed on 01 March 2006 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) S Claim(s) 1-34 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6® Claim(s) 1-34 is/are rejected. 
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8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 28 December 2001 is/are: a)K accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

1 . This action is responsive to RCE filed on 3/1/2006. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

3. Claims 1-7, 9-12, 14-22, 24-27, 29-34 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Mitchell et al. (Patent # 5,963,966). 

Regarding claims 1, 15, 29 and 34, Mitchell et al. teaches a method for accessing 
network data associated with a document, (See fig 3) comprising; 
converting at least a portion of said document to electronic format with a digital capture 
input device, (See fig 5, element Scan, wherein paper document is scanned. It is 
inherent that a scanner is used which is a digital capture input device) the at least a 
portion of said document having one or more indicia thereon, (See fig 2, element 
indexing on portion of document. Also see col. 2, lines 60-65) the digital capture input 
device being operatively associated with a network (Since data is converted in to 
electronic format accessible by network or Internet as described in the abstract, lines 1- 
3, it is inherent that scanner is operatively associated with network) 
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analyzing the at least a portion of said document in electronic format to obtain said one 
or more indicia (See fig 2, element indexing. Also see col. 2, lines 60-65, wherein 
indexing information is obtained) 

using said one or more indicia to locate said network data, network data not including 
said document, (See fig. 4, specifically, col. 7, lines 15-20, 32-37 and 47-54, wherein 
Mitchell et al. teaches a table of contents in a document represented as hyperlinks and 
those hyperlink documents can also be viewed. Hyperlinks within the document are 
considered as additional network data other than document which is consistent with 
applicant's specification on page 5, lines 1-14, wherein additional network data can be 
forms or coupons. It is inherent that forms or coupons is a document with hyperlink 
within a document) said network data being maintained at another device operatively 
associated with the network; (fig 2, element processing environment wherein a network 
data is obtained and 

automatically accessing said network data, (fig 3, element user accessing and retrieving 
networking information. Network data can be accessed automatically as described in 
col. 7, lines 32-35). It is inherent network data is located on network server (another 
device) 

Regarding claims 2, 17, and 31, Mitchell et al. teaches the claimed invention of indexing 
comprising portion of text and document as described in col. 2, lines 60-67, wherein 
Mitchell teaches indexing schemes to retrieve pages containing graphics and text as 
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described in col. 2, lines 67-col. 3, lines 10 and as shown in fig 2, element tagged 
version text/graphics 

Regarding claims 3, 18 and 32, Mitchell teaches the claimed invention of providing the 
at least a portion of said document with one or more tags before the at least a portion of 
said document is converted to electronic format with said digital capture input device; 
analyzing the at least a portion of said document in electronic format to obtain said one 
or more tags; and 

using said one or more tags to locate said network data. (See fig 2, wherein portion of 
document is tagged before being converted into electronic format. Portion is indexed 
which is equivalent to analyzing to obtain tag information and to obtain network data. 
Also see col. 3, lines 1-10) 

Regarding claims 4,19, and 33, Mitchell teaches HTML tags. It is inherent tags are 
HTML tags which are machine readable as claimed. 

Regarding claims 5, 6, 10, 20, 21 and 25, Mitchell et al. teaches the claimed invention of 
receiving network data at user or input device is shown in fig 3, element user display. 

Regarding claims 7 and 22, Mitchell et al. teaches the claimed invention of printing 
network data as described in col. 2, lines 30-34. Also see fig 15, which describes 
printing at different resolutions. 
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Regarding claims 9 and 24, Mitchell teaches the claimed invention of receiving data at 
network device as described in abstract lines 1-3. 

Regarding claims 1 1 and 26, Mitchell et al. teaches the claimed invention of sending 
portion of document from scanner to user is shown in fig 3. 

Regarding claims 12 and 27, Mitchell et al teaches obtaining one or more indicia using 
character recognition is shown in fig 2, element indexing and OCR. OCR is also shown 
in fig 3 

Regarding claims 14, 16, and 30, Mitchell teaches scanning as described above. It is 
inherent that scanner is multi-function device with scanning and converting functions. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 
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5. Claims 8 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mitchell et al. (Patent # 5,963,966). 

Regarding claims 8 and 23, Mitchell et al. teaches the claimed invention as described 
above with respect to claim 1 . Mitchell et al. teaches receiving network data through 
Internet as described in abstract, lines 1-3. However it fails to teach receiving as e-mail. 
E-mail is received through Internet as is well known in the art. An official notice is taken. 
Therefore it would have been obvious for a person with ordinary skill in the art at the 
time the invention was made to incorporate well-known method of receiving data with e- 
mail in the method of Mitchell et al. because it provides customized data. 

6. Claim 13 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mitchell et al (Patent # 5,963,966) in view of Block et al. (Patent # 6,295,543). 

As per claim 13 and 28, Mitchell et al. teaches the claimed invention as 
described above with respect to claim 1 . Mitchell et al. fails to teach determining 
frequency for each of one or more words, comparing the frequency to word frequency 
list and using a result to locate network data. 

However, Block et al. does. Specifically Block et al. teaches the claimed invention of 
determining frequency for each of one or more words, (fig 3, element frequency 
calculation. Also see col. 3, lines 45-55) comparing the frequency to word frequency list 
and using a result to locate network data. (Block et al. teaches calculating correlation 
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between word and class based on frequency, which is interpreted equivalent to claimed 
comparison). 

Therefore it would have been obvious for a person with ordinary skill in the art at the 
time the invention was made to incorporate frequency calculation in the method of 
Mitchell et al. because it provides relevance data for classification purposes, which is 
desired. 

Response to Arguments 

7. Applicant's arguments filed 3/1/2006 have been fully considered but they are not 
persuasive. 

Applicant argues that cited prior art fails to teach "using said one or more indicia to 
locate said network data, network data not including said document". 

Examiner disagrees. Specifically, as cited in body of rejection, See fig. 4, specifically, 
col. 7, lines 15-20, 32-37 and 47-54, wherein Mitchell et al. teaches a table of contents 
in a document represented as hyperlinks and those hyperlink documents can also be 
viewed. Hyperlinks within the document are considered as additional network data other 
than document which is consistent with applicant's specification on page 5, lines 1-14, 
wherein additional network data can be forms or coupons. It is inherent that forms or 
coupons are a document with hyperlink within a document. Moreover, claimed invention 
does not specifically claim other information or other network data except that it is 
different from document itself. Therefore claimed limitation is broad so as to read any 
other network information such as document network address. It is inherent that 
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network data is maintained on network server as shown in fig 3 (Mitchell et al.). 
Therefore applicant's arguments are not persuasive. 

All other limitations are clearly cited in the rejection. Therefore applicant's arguments 
are not persuasive. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sanjiv D. Shah whose telephone number is (571) 272- 
4098. The examiner can normally be reached on M-F 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew Bella can be reached on (571 ) 272-7778. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Sanjiv D. Shah 
Primary Examiner 
Art Unit 2624 



S. Shah 
March 17, 2006 



